REMARKS 

Claims 1-32 were pending in the application. Claims 1-32 stand rejected. Claim 
1 is amended heiem Claims >>~ls ate added heiem Claims !S-»2 aie kneeled herein 
Applicant jequests reconsideration of the application m s se\s of die following lemarks 



C taim Rejections - 35 t SX . SUM 

The Lxammei has i ejected Claims 1-32 as bemg df retted to nou-sfatutotv subject 
matter. t he Examiner states: 

Based on Supteme Court precedent and recent Federal Circuit deusjons a i;IOi 
pioces» must ( 1) he tied to another »tatuton cla»s (such a» a particular apparatus) or 
(2) transform under hum subject matter (.such as an article oj mateuals) to a different 
stale or thing See Inn Hilski SS CSPQ 2d 1 W (Fed Cu ClWHMew ) 

\n example of a method claim that would not qualifs as a »tatutor\ process 
would he <i ciann that iecitcd pinch mental steps 

To meet piong ( 0 the method skp should positneh tecue the othu statu to? \ 
class (the thing oj ptoduct! to which it is tied Hiks ma\ he accomplished b\ basing 
the claim positneh recite the machine that accomplishes the method Meps 
\lteinat?\eh or to meet pu>ng (2). the method step should posimelv recite 
rdeiifrfung Uie materia! {hat is being changed to a different state oj posuneh recite 
the snbjeet matter that is being transtoi med 

In this parttculoj case the daims fad prong { 1 > because the method steps are not 
tied to a machine and can be periormed without the use of a particular machine 
Vlditionalk, the claims fad prong (2) because the method steps do not transform the 
undcrh mi; subject matter to a different state or thing 

independent claim 1 iccites a method consisting oi collecting transmitting 
processing, and tetuming - none of these steps are tied to a stattitorx class of matter 
mu do dies imohe a transformation of subject matter to a drtteient state oj thrng 



Applicant respectfully traverses the rejection, 

Uk 1 edeial Cutuif s recent hue tUhki decision has supposedh clarified the 
hounds of patent-eligible subject matter for piocess claims Vv /// /c Hil\ki ^4^ F 3d 0~H (Fed 
Cir 20US) (en banc) I he Hii\U court held that 'the m ac hi ne-or- transform a ti on test, psopeiK 
applied is the governing test for determining patent eligibiiif\ of a piocess undet ^ 10! * ]J at 
'>$(> j he Hihki court fmther held that 'the useful, concrete and tangible lesult inqurrv is 
inadequate jto detetnune whether a claim is patent-eligible under \ 10] p I J at 1_ '^^-o0 
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j he Hihki court stated the machme-or-transioimatjon test ,is follows \V claimed 
process is snteh patuu-eligthie nndet \ 101 if ( 1 ) uis tied to a particular machine 01 apparatus), 
or (2> a uansfoims d particular atucle into a different state ui thing 1 hi at 954, see also in w 
(*<>ivi\L>\^ A iM I M i } D \ |17~ {/ c<i < V* 2007) (discussing tin. same test from l>fehr, ^0 U S 
175). 

Ptoccss claims directed to fundamental punupies including laws of nature, 
uaUnai phenomena arid abstract ideas mental processes, or mathematical algonthms are 
unpatentable A'/M/, at '^1-^2 A process claim that is tied to a specific machine max be 
patentable undei ^10! Li &\ { onuskcy 409 Y W at 1 

\\ hi le the Bihk j court did not elaborate on the machine branch of the test it did 
pi oxide some guidance on the us sue The court explained that the use of a specific machine ot 
transformation oi\m article must impose meaningful limits on the claim s scope to impart pateru- 
cligibilits' and 1 the involvement of the machine or uansformation m the claimed process must 
not met eh he insignificant e\ti a -solution activttx ' tiilski at % 1-62 {internal citations omitted) 

j timing to the ' tiausformation 1 branch of the 'machme-oi uansfomiauon test 
claim & seating incident d tiansfurmations ot extsasolution aetrvttx also do not convert an 
otherwise ineligible claim into an eligible one However m Benson the Supreme Ooun 
concluded that * [t|ransfonnation and reduction of an article *to a different state or thing is the 
clue to the patentahilux of a ptocess claim that does not include pat tiuilat machines ' Be/iwi, 
400 1 s at "0 Hie Court explained that sex etal cases i"<>ni/ng\ Bufdch I s How pot ^ t 
2^2 < SSs-4) {tatiuuig and dvemg), ( \ ><. fmifii.' °4 I s 780 {manufacturing (loin ) (i tubman \ 
}'{<>(. r<>i 102 t S "07 { S K80M manufactunng fat acids) and / \pamA-J \ fatal < \* v BtaJforti 
21 4 r S >oo { 1 °00) (expanding metal ) could all fanlx be lead to in\ ol\ e phv sical 
uansfoimation of some article or material to a different state or thing Bettscn 409 1 S at 0"-70 

i//sc A/AJ/, atoo2-o> (discussing phxsical transfor matron and ieviewing Supreme Court 
precedents including P/W// rpiocess of euung rubber)) 

Where the claims do not involve a physical transformation, the A/AAv court 
explained that the centi al question is \%hethei Applicants claim recites a fundamental punctple 
and if so, whethei it would pie empt substantial all uses of thai fundamental pi maple if 
allowed " Bi^k* at 954 In other woids the couit distinguished between claims that seek to pre- 
empt the use of a fundamental principle on the one hand, and claims that seek ouh to foieclose 
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olhers from usmu a patuctflai application' of that rundament.il principle, on the other Id at s>5."> 
{quoting iJ/W//, Hoi S at 187) 

In .in effort to adxan^e pioseamon claim ! is heielw .intended to temed\ the 
bxammu's ^10] i ejections In addition claims 32- l^ aie ptcscnted to iemed\ the bxammu's s^lOl 
i ejections The amendments die \uppotted at least on page o lines l3~lo v\ inch states 'The fraud- 
detection s\ stem 100 utilizes a computet 10] to pioccss the data to dctetmine whether the 
tsansdCtton is fraudulent oi potetituilh fraudulent " 

I hus. the claims, as piesenth d mended, satisfy the second piong of the Bilski test 
since the\ uanstotm <i tangible article into a diffetem state \foteo\ et the claims do not tei-ite a 
tumid mental principle that "would pre-empt substantially all uses of that tundament.il principle if 
allowed In addition, the claims aie not dnectcd to fundamental principles including laws of 
natine natmal phenomena and abstiau ideas mental pioeesses or mathematical algotuhms 

SpectficalK the claims aie directed to a sWcm and method fot detecting fraud m 
a non-personal emiionmuit imoh nig a shipment ol meiehandise from <s merchant to a potential 
puicbasei and effecting the shipment ofth.it meifcbandtse if the method indicates that tbe 
likelihood that the tiansaetrori is fraudulent is below the merchant's thieshokl The pmehase 
tiansaction <iml the shipment of metchandt/e aie tangible things who.se stated h.i\e been changed 
itom a potentiality to being effected and the aetiual physical mosemenr oi shipment of physical 
merchandise depending upon the results of the fraud-detection steps 

Because the claims achsexe the tangible result of effeetmu a putchase transaction 
and the shipment oi metchandi/e itom a merchant to a purchaser applicants believe that the 
claims ate patentable aecoidmg to the Hihfa decision, spccificailv the claims now »attsfv the 
second prong of the Bilsht (est and Vppiicants respectfully request xuthdrawai of the Seetron 
10 i teiection \loieo\et, ne\sl\ ptesented clatms 32 and 45 also satisf\ the tltst piong of the 
Bilski test suae the clatms red ted a ss stent that is tied to a particular machine oi apparatus, / e 
a specrfjcalh pi ogr attuned computet processor 

( ham Rejections - 35 t.S.( , §102 

( latms 1-32 stand rejected as being anticipated in uew of Walker a al R S Patent Vi 

d, 16 > 771) Applicant. respectfully traxetses the rejeuion 
The bxaminer states that: 
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\\ aikei discloses a mad-oidei based a edit caul fiaud, both \ ssa and MasteiCaid 
hd\e deployed databases that allov\ a merchant to \eiih that a given credit card 
account number is connected to a specific billing addiess \ j»a calls this »er\iee the 
\ddress \eiification seiMce Hie theoiv behind the sen ice is that a thief (for 
example, a dishonest restaurant wattet ) might he able to use a credit card receipt slip 
to steal an actn e actoum numbei but if he tnes to use that number for a mad oidei 
purchase he would not know the coiiect address associated vwth that number I a en 
if a tin of wen, to obtain the cardhotdefs addiess this sen ice can aliou a merchant 
to compare the shipping addiess of the catalog oulei to the current billing address for 
that account number and thus possihls ulenhf\ am suspicious aefurh. f which is 
readable as Applicant's claimed imention wheiein »jid a method for detecting fraud 
non-pusonal transactions) compusmg the steps of 

( olieetmg purchaser data for the transaction, sard pur chaser data comprising a 
billing addiess and a shsp-to-addrcss tiansmittrng said ship-to-address to a fraud- 
detection s\ siem processing said ship-to-address to determine whothei the 
transaction is potenttalh fraudulent by checking the pui chaser s shfp-to-addtess 
against non-bdhng address criteria and it-turning the jeiatne risk of fraudulent 
acinus associated wuh the nansaction (see, col 2, lines 7-20} 



The fvammci assetts that 10I 2. fines 7-2t> oj the cited 1 defence teach a "uou-bilhng 
address" Iio\%e\ei Walket does not teach disclose 01 fan i\ suggest checking the pujehasefs 
ship-to-addiess agamst non-billing addiess as the txammet alleges In fact Walkei specifically 
teaches oni\ 10 check against billing address to determine iclatne usk In contrast, claim i 
speeifieaiK tecitcs 'clucking the purchases 's shtp~io addiess against non-hiihng address emena 

fhe teaching of W <ilker, col 2 ink's 7 20 idied upon bs the i a annuel is as follows 

To fuither help combat mail-oidu based csedit card fraud, both \ isa and 
Mastei( afd base depbned databases that allow a metchauf to \euf\ that a gi\eu 
credit caul account number is connected to a specific billing addiess Visa calls this 
sen ice the Address \ efification ScmcC The theors behind the sen ice is that d thief 
(tor example a dishonest festauiant waitei t might be able io use a credit eaid leceipf 
shp to steal an acme account number hut if he tucs 10 use that number for a mad 
oidcj puichd.se he would not know the eoneet address associated with that numbei 
t\cn if a thief wett to obtain the caidholdcr's address this service can allow, a 
merchant to compare the shipping address of the catalog order to the current billing 
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address tor thai account numbei and thus posssbls uietitifv ativ suspicious acttut\ 
(emphasis added,) 

it should he undei stood that Waiket s disclosed \isa/M( -US ssstem is an address 
verification ssstem xmce the \\x ssstem tefJects oniv ihe address mosi tecentis provided bs 
either the cajdholdet os the thief that has reeentis chatmcd the billing addsess on a efedit card, with 
the bank, \\ S is aetualh an adds ess comparison sWem that takes no account oi recent diarizes 
and uses none of the Methods empioxed b\ the \pplreant\ inxention to validate the tehabilio, of 
the transaction based on histoncal current and projected real world information 

While the \\S snnpK repeats the billing address m its database to the metehant tot 
comparison to the ship to address the ^beams' mseniion tests esets element of each transaction 
for both its seal world uabdm and the piobahiht\ that though the elements units iduallv ha\e been 
carefulh crafted b\ the thtet tites fit a pio;ccted pattern of fraud In no was does Waikei hs 
mentioning that the met chant can emplos the WSswem teach the applicants im en u on The \\ S 
ssstem has a numbei of inherent ptobSems ni.ik.tng u unreliable 1 or example it ueates suspicion 
when a grandmother wants to send a present to her grandchildren while petmmmg a meichant to 
shtp with confidence 10 a thief Ail the tlucf had to know was to change the billing addicss with the 
bank, prior to making his purchases 

Moreo\u a huge pueenfage oi transactions \u todas's e-commeice market are billed to 
one addiess and shipped to another and rejecting them would be mote expensne to the metehant 
than allowing The ft and to exist Ihe btlitng addiess is cunenth a \ahd v label for the card owner 
and its use means the tt attraction is sate Fhc Walker Patent assumes that am \\ S addiess 
pro\ided b\ Visa \iastei cat d v\ill be an apptopnate address for the card ownei such an assumption 
is t\ ptcallv not \ Aid and often testtlts m fraud being perpetuated 
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Out; of the common appioaches to fiaud m noii-peisonal tr an factious is to oht.un the credit 
eaid tntbi matron change the billing addiess purchase and ship to the changed addre»s appk for 
new ttedtt taids and return the catd to the <Tigtna! address before the card owner rs alerted The 
invention ot the piesenf application identifies ihese tvpes oi iiaud as the purchases were ocuirnng 
(Stv page f >, hues 2^-^) No other known prior art swem rs capable of pu form hi a thrs 
functionality. 

Nor does Walker m am wa\ letleet oi teach use of an\ approach or need to \enf\ the 
\ahdrts of the \VS address fhe i Hammers has stated fhat an address is |usf an adds ess —a label 
Howe\er. the present i mention reflects the belief that no label can be considered \ahd until n has 
been thoiouuhh tested and found to be \alid In the ease of the grandmother example refetenced 
abo\ e, the labels of bill trf address and ship to' address w til pr<n e to be \ alid- unless ot course die 
address ioi the grandchildren pnwes to be a waiehonse on the docks foi eas\ icshippmg used mam 
times in tire past by the fraudsters, 'The AVS would not identify this fraud before shipment, the 
Applicant's invention will 

Another primary difference between the AVS approach to fraud prevention and the 
approach of the Applicants* invention is that the banks underlying the AVS system obtain all of 
their stored address information from the purported person responsible for payment of the credit 
card. This stored data reflects only information on the card owner and is subject to tampering, in 
contrast, the Applicants' invention gets all of its information on all aspects of the transaction, from 
multiple sources including internal proprietary databases, public databases and government 
databases making it virtually impossible for the potential thief to alter all relevant data. As a result, 
the fraudster will, even with the attempt to alter the histories wind up with inconsistencies that will 
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indicate the fraudulent nature of the transaction to the \pphcant s invention. pre s enting loss to the 
merchant. 

In addition, the cvammct and W alkei also mtph that e\et\ n t ins t n.Uot) m winch jn item is to 
be shipped to an addtess othet than the billing addiess is going to bo fraudulent or at \et\ least 
highlv suspect fiowe\ei in todav s e -commerce marketplace as mam items aie shipped To 
addi esses other than hilling address as are shipped to the billing address tt»e!f making such a test 
overh cumbersome and pro\idmg a high piohahifrt\ of false positives and uegati\es giedth 
diminishing the usefulness of the svsfem to detect and pfevent fraud 

\s Midi Walker teaches the evict opposite ot the f mention defined b\ claims 1 and 52 
\ppUcants clasms 1 and 52 requite, processing the ship-to address to determine whethet the 
ttansaction is potentialh fraudulent b\ checking the purdiaset's ship-to addiess against non-biffing 
tiJJfc^ i.i!Wrhf * Walket however explieulv teddies that 'this sen tee can allov\ a merchant to 
compare the shipping addtess of the catalog order to the ^urn-nt billing addw\^ tor that account 
number and thus possihlv rdeutifs anv, suspicious activity ' 

New independent claims i<! and Hreute among other things, "tompat trig the ship 
to address against a Coding Xecuido Support Ssstem (CASS) to determine whether the ship 
to address is a stRiuuiallv viable and a ddiveiahie addtess ' 1 or at least this reason, claims >4 
and 45 are not anticipated by Walker, In addition, claims 34 and 45 recites other features not 
taught or fairly suggested by Walker. 

Because claims 2-17 and 35-44 depend from claims 1 and 34 respectively, and are 
allowable based at least upon their dependency upon an allowable independent claim. Applicant 
respectfully requests that the rejection of claims 217 and 35-44 be withdrawn., and that claims 2- 
17 and 35-44 be allowed In addition, the dependent claims recite various features not found in 
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Walker including, '"checking the potential purchaser's "ship-to' address further comprises 
checking to determine whether the potential purchaser's " ship-to" address exists in the real 
world/' "checking the potential purchaser's 'ship-to' address further comprises comparing a zip 
code of the 'ship-to address' against a post office database and comparing the city and state of 
the "ship-to' address against a city and state represented by a ZIP 4 code/' "checking the area 
code to determine whether the areas code fits the geographic area of the purchaser's ship-to 
address," "comparing the "ship-to' address against a change of address service database/' 
"checking the potentifi! purchaser's 'ship-to' address comprises rating a building site associated 
with the "ship-to" address to determine whether the building or lot type is consistent with the 
transaction data." "'checking the 'ship-to" address against an historical database to determine 
whether a prior history of fraud exists at the 'ship-to' address," "checking the 'ship-to' address 
against an historical, database to determine whether a pattern of fraudulent activity exists for the 
'ship-to' address," "determining whether an overlapping use of ship-to addresses and payment 
means is present by consulting a database of recent prior transactions creating interlocking 
concurrent shipments to two or more addresses with three or more payment means., within a short 
period of time/' "retroactively notifying merchants of previous transactions associated with the 
"ship-to' address once a pattern of potential fraudulent activity has been detected,"' and "checking 
the "ship-to' address against, a modeling engine to determine whether elements exist in the 
demographic data which correlate with recent fraud trends."' None of these feature are disclosed 
or fairly suggested by Walker. 

The remaining references cited (but not applied) have been reviewed. These references 
are not deemed to be material to the patentability of the claimed invention. For the foregoing 
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reasons, the claims as they now stand are patentable over the art of record, and withdrawal of the 
rejections and allowance of all pending claims is earnestly solicited. 
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It is lespeufulK submitted thdt the chums in the jpphcdtion are allow .ihk* 
Reconsideration and withdrawal of ail rejections respectfitilv requested !-a^ oiahle notice to 
rhis effect and caiK Notac of Vllowance ate camestK solicited 

'should the examine! ha"\e am questions and in oidei to expedite ptoseaition of 
this \pph^iiion, the \ \ammot i s un^om dged to eont.Kt the undei signed dneals 

Respectfully submitted. 




Dated: 2/9/09 

Kenneth R PeRosa, Reg No *4*> 
StuaitD Rudoiei Key No 45.05V 
'\ttotne\ for \ppbc<mt 
Rudoler& DeRowt LLC 
2 Bala Pla/a. Suae 3 en 
BalaCNmwJ. PA l*X)04 
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